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THE REPLY FILED 02 July 2004 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
Therefore, further action by the applicant is required to avoid abandonment of this application. A proper reply to a 
final rejection under 37 CFR 1.113 may only be either: (1) a timely filed amendment which places the application in 
condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for Continued 
Examination (RCE) in compliance with 37 CFR 1.114. 

PERIOD FOR REPLY [check either a) or b)] 

a) The period for reply expires months from the mailing date of the final rejection. 

b) ^ The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

ONLY CHECK THIS BOX WHEN THE FIRST REPLY WAS FILED WITHIN TWO MONTHS OF THE FINAL REJECTION. See MPEP 

706.07(f). 

Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension 
fee have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension 
fee under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or 
(2) as set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if 
timely filed, may reduce any earned patent term adjustment. See 37 CFR 1 .704(b). ' 

1 .□ A Notice of Appeal was filed on . Appellant's Brief must be filed within the period set forth in 

37 CFR 1.192(a), or any extension thereof (37 CFR 1.191(d)), to avoid dismissal of the appeal. 

20 The proposed amendment(s) will not be entered because: 

(a) □ they raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ they raise the issue of new matter (see Note below); 

(c) □ they are not deemed to place the application in better form for appeal by materially reducing or simplifying the 

issues for appeal; and/or 

(d) □ they present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . 

3. D Applicant's reply has overcome the following rejection(s): . 

4. D Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment 

canceling the non-allowable claim(s). 

5. ^3 The a)Q affidavit, b)D exhibit, or c)^ request for reconsideration has been considered but does NOT place the 

application in condition for allowance because: See attachment . 

6. Q The affidavit or exhibit will NOT be considered because it is not directed SOLELY to issues which were newly 

raised by the Examiner in the final rejection. 

7. [3 For purposes of Appeal, the proposed amendment(s) a)D will not be entered or b)D will be entered and an 

explanation of how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: h26. 

Claim(s) withdrawn from consideration: . 

8. Q The drawing correction filed on is a)Q approved or b)D disapproved by the Examiner. 

9-D Note the attached Information Disclosure Statement(s)( PTO-1449) Paper No(s). . 

10.Q Other: 
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Response to Arguments 

1 . Applicant's arguments filed 7/2/2004 have been fully considered but they are not 
persuasive. 

Applicants argue that it appears that the examiner has improperly references the 
MPEP section dealing with preambles and not the body of the claim where the disputed 
language resides (e.g. "the substance balances receipt of a to-be-controlled material", 
thus the examiner has incorrectly characterized the disputed language as intended use. 
This argument is unpersuasive because the examiner notes that MPEP & 21 1 1 .02 also 
states the following : During examination, statements in the preamble reciting the 
purpose or intended use of the claimed invention must be evaluated to determine 
whether the recited purpose or intended use results in a structural difference (or, in the 
case of process claims, manipulative difference) between the claimed invention and the 
prior art. If so, the recitation serves to limit the claim. See, e.g., In re Otto, 312 F.2d 937, 
938, 136 USPQ 458, 459 (CCPA 1963) (The claims were directed to a core member for 
hair curlers and a process of making a core member for hair curlers. Court held that the 
intended use of hair curling was of no significance to the structure and process of 
making.); In re Sinex, 309 F.2d 488, 492, 135 USPQ 302, 305 (CCPA 1962) (statement 
of intended use in an apparatus claim did not distinguish over the prior art apparatus). 
Since claim 1, which recites the disputed language, is an apparatus claim, the disputed 
language is considered to be a statement of intended use. 

Applicants also argue that the disputed language recites a functional limitation which 
is different than intended use. However, the examiner notes that the MPEP also states: 
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21 14 [R-1] Apparatus and Article Claims — Functional Language 
APPARATUS CLAIMS MUST BE STRUCTU-RALLY DISTINGUISHABLE 
FROM THE PRIOR ART 

While features of an apparatus may be recited either structurally or functionally, 
claims directed to an apparatus must be distinguished from the prior art in terms of 
structure rather than function. In re Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 
1429, 1431-32 (Fed. Cir. 1997) (The absence of a disclosure in a prior art reference 
relating to function did not defeat the Board's finding of anticipation of claimed 
apparatus because the limitations at issue were found to be inherent in the prior art 
reference); see also In Regarding claims Swinehart, 439 F.2d 210, 212-13, 169 USPQ 
226, 228-29 (CCPA 1971); In re Danly, 263 F.2d 844, 847, 120 USPQ 528, 531 (CCPA 
1959). Apparatus claims cover what a device is, not what a device does ." Hewlett- 
Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 
(Fed. Cir. 1990) (emphasis in original). Since claim 1-7, 9, which recite the disputed 
languages, are apparatus claims, claim 1-7, 9 are not distinguishable from the cited 
prior art apparatus which has the same structure as the claimed inventions. 

It is argued that Frankel apparatus is not capable of performing the function of the 
invention nor does Frankel have the same structure. The examiner disagrees because 
the MPEP states the following: 

21 12.01 Composition, Product, and Apparatus Claims 
PRODUCT AND APPARATUS CLAIMS — WHEN THE STRUCTURE 
RECITED IN THE REFERENCE IS SUBSTANTIALLY IDEN-TICAL TO 



Application/Control Number: 09/682,978 Page 4 

Art Unit: 1765 

THAT OF THE CLAIMS, CLAIMED PROPERTIES OR FUNCTIONS ARE 
PRE-SUMED TO BE INHERENT 

Where the claimed and prior art products are identical or substantially identical in 
structure or composition, or are produced by identical or substantially identical 
processes, a prima facie case of either anticipation or obviousness has been 
established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). "When 
the PTO shows a sound basis for believing that the products of the applicant and the 
prior art are the same, the applicant has the burden of showing that they are not." In re 
Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). Therefore, the 
prima facie case can be rebutted by evidence showing that the prior art products do not 
necessarily possess the characteristics of the claimed product. Since Frankel apparatus 
is shown as having a substantially identical structure (page 2 of the office action) as the 
claimed apparatus, the applicant has the burden of showing that they are not and 
Frankel apparatus is not capable of performing the function of the inventions as per 
claims 1-7,9. 

Applicants further argue that Frankel does not teach "incorporating a substance in 
the first material of the interior surface of the reactor chamber and thereby reduces 
volatility as required in claim 13: This argument does not commensurate with the scope 
of claim 13 since claim 13 does not recite "incorporating a substance in the first material 
of the interior surface of the reactor chamber and thereby reduces volatility" 

Applicants argue that there is no teaching of incorporating a substance in the first 
material of the interior surface to minimize an undesirable reactor condition. This 
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argument is unpersuasive because in col 38, lines 35-45, Frankel discloses a fluorine- 
based gas may begin to contaminate or to react with the aluminum chamber wall/ 
incorporating a substance in the first material of the interior surface to form SiF4 
(claimed undesirable reaction ) which is drawn out of the chamber. Pumping out SiF4 
from the chamber as recited in Frankel, as interpreted by the examiner, reads on 
minimizing an undesirable reactor condition. 

Conclusion 

2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lan Vinh whose telephone number is 571 272 1471. 
The examiner can normally be reached on M-F 8:30-5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nadine Norton can be reached on 571 272 1465. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be. obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. 
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